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1 . The amendment of 1 0/1 0/06 has been entered. Claims 24-5 1 and 57-66 are 
pending. 

2. Claims 24-5 1 and 57-66 are rejected under 35 U.S.C. 1 12, first paragraph, because 
the specification, while being enabling for the disclosed "heating for conducting a subsequent 
reaction so as to increase the numbers of isocyanate functional groups contained in said 
composition", does not reasonably provide enablement for the full scope of "heating for 
conducting a subsequent reaction so as to increase the numbers of isocyanate functional groups 
contained in said composition". The specification does not enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the invention 
commensurate in scope with these claims. 

A. The instantly claimed "heating for conducting a subsequent reaction so as to increase the 
numbers of isocyanate functional groups contained in said composition" reads on an infinite 
number of processing permutations, including temperatures, pressures, reaction times, specific 
ingredients required to give the claimed outcome including catalysts and specific isocyanates and 
polyols, resulting in a potentially infinite number of reaction schemes which can be performed 
on the recited compounds (Wands factor A). In re Wands has 8 criteria, (MPEP 2164.01(a)), as 
shown below. 

(A) The breadth of the claims; 

(B) The nature of the invention; 

(C) The state of the prior art; 

(D) The level of one of ordinary skill; 

(E) The level of predictability in the art; 
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(F) The amount of direction provided by the inventor; 

(G) The existence of working examples; and 

(H) The quantity of experimentation needed to make or use the invention based on the content of 
the disclosure. 

It is noted that the instant claims read on all potential reaction schemes of the recited "heating for 
conducting a subsequent reaction so as to increase the numbers of isocyanate functional groups 
contained in said composition" which encompasses an infinite number of reaction schemes (Wands 
factor A). The specification does not describe how to perform "heating for conducting a subsequent 
reaction so as to increase the numbers of isocyanate functional groups contained in said 
composition" for all of the potential reaction schemes other than those specified in the instant 
specification from the infinite list of such reaction schemes which will give the claimed outcome as 
required in the instantly claimed invention (Wands factors F, G). It would require an infinite amount 
of experimentation to determine how to perform all of the reaction schemes encompassed by the 
instant claims (Wands factor H). Chemistry is an unpredictable art (Wands factor E). The ordinary 
skilled artisan would not know all of the ways, other than those specified by the instant specification, 
that they could heat "for conducting a subsequent reaction so as to increase the numbers of 
isocyanate functional groups contained in said composition" since the variations in reaction schemes 
are so vast, the outcome is so unpredictable for each, and the instant specification does not give 
sufficient guidelines so that ordinary skilled artisan can perform the full scope of the instantly 
claimed inventions (Wands factors C, D, E, F, G, and H). The enabling disclosure is not 
commensurate with the full scope of the claimed "heating for conducting a subsequent reaction so as 
to increase the numbers of isocyanate functional groups contained in said composition" therefore. 
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The cited prior art heats the reaction mixture as noted in sections such as Thorne et al., 
column 4, lines 42-44 and the examples and Rosthauser et al., column 8, lines 28 and 63; column 9, 
line 10 and column 10, line 1. The applicant's argument that "heating for conducting a subsequent 
reaction so as to increase the numbers of isocyanate functional groups contained in said 
composition" is not commented on in the office action is taken as an indication that the heating steps 
of the patentee's are believed by the applicant's representative to not "increase the numbers of 
isocyanate functional groups contained in said composition". If not all heating steps give the 
required outcome of the instant claims, it is incumbent on the applicant to teach the ordinary skilled 
artisan how to obtain this outcome within the full scope of the instant claims under the above cited 
statute. 

3. Claims 24-51 and 57-66 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

A. The instant claims 32-34 recite a molecular weight regarding a polymeric compound 
without stating whether number average, weight average, viscosity average, z average, etc. is 
intended. The instant specification does not enable a polydispersity of exactly one and a 
polydispersity of exactly one is believed to be unachievable. It is therefore unclear what type of 
polymer molecular weight is intended. The significance of this is well known and taught in 
general polymer texts. Cancellation of claims 9-1 1 is noted. The applicant's arguments do not 
clarify whether weight or number average molecular weights are intended. These molecular 
weights may differ significantly depending on the polydispersity, which may give a difference of 
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a factor of 2-20. The prior art cited by the examiner is not under the instant examination under 
the current state of the art. This rejection is therefore maintained. 

B. The instant claims 38-39 recite tradenames. The use of tradenames in the claims is 
improper because the manufacturer is under no obligation to continue making these tradenames 
nor to continue making the same thing under these tradenames. A change in or discontinuance 
of these tradenames would render the claims meaningless. See MPEP 608.0 l(v) [R-2] 
Trademarks and Names Used in Trade. The issue of claimed tradenames is clearly stated above 
and established in the MPEP. Whether prior art references tradenames is not germane to the 
issue of claimed tradenames. The applicant has not pointed out where the referenced trade 
literature specifically defines what the claimed tradenames were at the time of filing the instant 
application and this specific definition is not seen by the examiner. This rejection is therefore 
maintained. 

C. The instant claims require "heating for conducting a subsequent reaction so as to increase 
the numbers of isocyanate functional groups contained in said composition". It is unclear over 
what comparison basis the number of isocyanate functional groups is increased. The claims 
clearly require a reaction between a and c. This will necessarily decrease the NCO groups. 
Thus, there cannot be more NCO groups than present in a, unless a reaction with the amine 
groups to give NCO is being required, such as phosgenation thereof. 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 



Application/Control Number: 10/724,923 Page 6 

Art Unit: 1714 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 24-51 and 57-66 are rejected under 35 U.S.C. 102(b) as being anticipated by 
US Pat. No. 5202377 Thorne et aL 

Thorne discloses a polyisocyanate mixture falling within the scope of the instant claims 
at the abstract; column 2, lines 60-68; column 3, lines 1-68, particularly 1-6, 13-14, 15-28, 42-47 
which is an aliphatic polyisocyanate because the NCO groups are attached to aliphatic moieties, 
47-65, and 66-68; column 4, lines 1-13 where Z is NH falls within the scope of the instant claims 
and encompasses the instantly claimed EO:PO ratios, 14-24 which encompasses the instantly 
claimed Jeffamines, 25-32, 42-56; column 5, lines 9-68, particularly 38-58; column 6, lines 1-43; 
and the remainder of the document. Column 4, lines 42-44 and the examples heat the reaction 
mixture, which will necessarily give an "increase" of "the numbers of isocyanate functional 
groups contained in said composition" relative to something, such as a further reaction of the 
reaction mixture with other components which consume the NCO groups. The reaction itself is . 
also exothermic, which will heat the mixture. It is therefore not seen that the heating of the 
patentee does not necessarily give the claimed limitation associated with heating. The applicant 
provides no probative evidence to the contrary. The compounds of the patentee are clearly 
dispersible in water which itself counters the applicant's arguments bridging pages 10-1 1 of their 
response. US Pat. Nos. 6384175 6426414 are not cited in this rejection and are not seen as 
limiting the teachings of the cited prior art. The moiety produced by the patentee by reaction of 
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polyisocyanate with the Jeffamines of column 4 is the instantly claimed reaction product. See 
the entirety of columns 3 and 4. Addition of polyisocyanate ii increases the NCO count over that 
of the reaction product i and heating is performed necessarily due to the exothermic reaction. 
The applicant's arguments do not address this issue. It is not seen that no biuret or polyuret 
forms in the heating of the patentee particularly where the listed catalysts are used that are 
known to catalyze these reactions. Furthermore, it is not seen that the heating of the instant 
claims requires these reactions since they would decrease the NCO groups, not increase them. 
The polyisocyanates of the patentee are clearly emulsifiable in water and it is not seen that they 
are of high viscosity, though the instant claims recite no viscosity. The applicant's arguments 
are not commensurate in scope with the instant claims and the cited prior art. Based on the 
applicant's arguments, heating of the patentee is expected to give some biuret or polyuret, 
particularly where catalysts of the patentee are used based on the kinetics and thermodynamics of 
these reactions. There is no probative evidence to the contrary. The instant claims 47-48 are 
directed to the compositions per se. Not the methods of making them. There is no probative 
evidence that the claimed reaction temperatures give a different composition than those of the 
patentee, particularly where catalysts of the patentee are used. This rejection is therefore 
maintained. 

7. Claims 24-25, 30-48, and 57-66 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US Pat. No. 5202377 Thorne et ah. 

Thorne discloses a polyisocyanate mixture falling within the scope of the instant 
claims at the abstract; column 2, lines 60-68; column 3, lines 1-68, particularly 1-6, 13-14, 15- 
28, 42-47 which is an aliphatic polyisocyanate because the NCO groups are attached to aliphatic 
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moieties, 47-65, and 66-68; column 4, lines 1-13 where Z is NH falls within the scope of the 
instant claims and encompasses the instantly claimed EO:PO ratios, 14-24 which encompasses 
the instantly claimed Jeffamines, 25-32, 42-56; column 5, lines 9-68, particularly 38-58; column 
6, lines 1-43; and the remainder of the document. Column 4, lines 42-44 and the examples heat 
the reaction mixture, which will necessarily give an "increase" of "the numbers of isocyanate 
functional groups contained in said composition" relative to something, such as a further reaction 
of the reaction mixture with other components which consume the NCO groups. The reaction 
itself is also exothermic, which will heat the mixture. It is therefore not seen that the heating of 
the patentee does not necessarily give the claimed limitation associated with heating. The 
applicant provides no probative evidence to the contrary. The compounds of the patentee are 
clearly dispersible in water which itself counters the applicant's arguments bridging pages 10-11 
of their response. US Pat. Nos. 6384175 6426414 are not cited in this rejection and are not seen 
as limiting the teachings of the cited prior art. The moiety produced by the patentee by reaction 
of polyisocyanate with the Jeffamines of column 4 is the instantly claimed reaction product. See 
the entirety of columns 3 and 4. Addition of polyisocyanate ii increases the NCO count over that 
of the reaction product i and heating is performed necessarily due to the exothermic reaction. 
The applicant's arguments do not address this issue. It is not seen that no biuret or polyuret 
forms in the heating of the patentee particularly where the listed catalysts are used that are 
known to catalyze these reactions. Furthermore, it is not seen that the heating of the instant 
claims requires these reactions since they would decrease the NCO groups, not increase them. 
The polyisocyanates of the patentee are clearly emulsifiable in water and it is not seen that they 
are of high viscosity, though the instant claims recite no viscosity. The applicant's arguments 
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are not commensurate in scope with the instant claims and the cited prior art. Based on the 
applicant's arguments, heating of the patentee is expected to give some biuret or polyuret, 
particularly where catalysts of the patentee are used based on the kinetics and thermodynamics of 
these reactions. There is no probative evidence to the contrary. The instant claims 47-48 are 
directed to the compositions per se. Not the methods of making them. There is no probative 
evidence that the claimed reaction temperatures give a different composition than those of the 
patentee, particularly where catalysts of the patentee are used. 

It would have been at least obvious to one of ordinary skill in the art at the time of the 
instant invention to use the instantly claimed combinations of ingredients in the compositions of 
the patentee because they are encompassed by the patentee and would have been expected to 
give the properties described by the patentee. For the reasons stated above, this rejection is 
maintained. 

8. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Patrick D. Niland whose telephone number is 571-272-1 121. The examiner 
can normally be reached on Monday to Thursday from 10 to 5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan, can be reached on 571-272-1 1 19. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
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system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 




/Patrick 
Primary Examiner 
Art Unit 1714 



